United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/801,139 



0.V I 5/200-4 



51294 7590 07/02/2009 

HOLLINGSWORTH & FUNK, LLC 
8009 34TH AVE S. 
SUITE 125 

MINNEAPOLIS, MN 55425 



KAHELIN, MICHAEL WILLIAM 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/801,139 


Applicant(s) 

HAEFNER, PAUL 


Examiner 

MICHAEL KAHELIN 


Art Unit 

3762 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Art Unit: 3762 

DETAILED ACTION 

Response to Decision by Board of Appeals and Interferences 

1 . In view of the decision by the Board of Patent Appeals and Interferences 
(hereinafter, "Board") decided on March 27, 2009, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. THIS ACTION IS NON- 
FINAL. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) and Technology Center Director have 
approved of reopening prosecution by signing below: 
/DONALD HAJEC/ 
Director, Technology Center 3700. 

2. Claims 1-24, 26-29, 31-34, and 36-48 are cancelled by the Examiner as rejection 
of these claims was affirmed by the Board's decision of 3/27/2009. 
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3. Claims 25 and 30 are rejected under the art of record, as elaborated below, 
because the limitations of these claims are present in the primary reference applied 
under the affirmed 35 U.S.C. §1 03(a) rejection of the corresponding independent claim 
(see item 19 of the Final Office Action of 2/17/2006). These claims were not listed in 
the affirmed § 103(a) rejection, but this was a clerical error as shown by, e.g., items 16 
and 17 of the Final Office Action of 2/17/2006, indicating that the applied primary 
reference discloses these features. 

4. Claim 35 is dependent from claim 32. The rejection of claim 32 under 35 U.S.C. 
§ 102(b) was affirmed by the Board's decision of 3/27/2009. The rejection of claim 35 
under 35 U.S.C. §1 02(b) was overturned, but a new grounds of rejection under 35 
U.S.C. § 103(a) in view of new art is applied, as the claimed feature is notorious in the 
art. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 25 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schaldach (US 4,867,1 63, hereinafter "Schaldach"). Schaldach discloses an 
implantable housing (160) comprising a plurality of electrodes (col. 8, lines 1 and 25), 
detection circuitry (1 1 1 ), a sensor to detect movement of the heart and produce an 
audio signal (1 1 7-1 20 and col. 7, line 61 ), a memory (1 1 2) to store the signals, a 
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controller (113), and communications circuitry to telemeter the electrical and audio 
signals (125) to an external device (150) such that the user interface (150) provides a 
visual graphical output representative of the cardiac electrical signal (col. 23, line 20) 
and an audio output representative of the audio signal. Schaldach further discloses that 
the external device further comprises a storage media to store the cardiac electrical 
signal and the audio signal telemetered from the implantable device (153 and/or 159), 
and that the two signals are time-correlated (col. 23, line 46; and Ex parte Haefner, 
Decision on Appeal, 3/27/2008, pages 14-15). Schaldach does not expressly disclose 
that the audio signal is presented as an audio output (e.g., through a speaker). 
However, it is well known in the art to provide audio signals representative of the audio 
events of the heart, for example by stethoscope or speaker, so that cardiac maladies 
can be quickly diagnosed by ear. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide an audio output to 
Schaldach's invention to provide a means to quickly diagnose cardiac maladies by ear. 
7. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schaldach in view of Lekholm (US 4,763,646, hereinafter "Lekholm"). Schaldach 
discloses sensing movement of a heart and producing a senor signal in response to 
produce an audio signal (117-120 and col. 7, line 61), detecting cardiac electrical 
activity and producing a cardiac electrical signal (111), storing the signals in a memory 
(112), and telemetering the electrical and audio signals (125) to an external device 
(150). See also Ex parte Haefner, Decision on Appeal, 3/27/2008, pages 6-10. 
Schaldach does not disclose that the sensor signal comprises an accelerometer signal. 
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However, Lekholm teaches that it is known in the art to produce heart movement 
signals with accelerometers (col. 1 , line 34) to provide the predictable result of 
monitoring various heart maladies based on the mechanical behavior of the heart (col. 
2, lines 15-46) with conventional mechanical transducers. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify Schaldach's invention by substituting one known mechanical transducer for 
another known mechanical transducer to provide the predictable results of monitoring 
various heart maladies based on the mechanical behavior of the heart with conventional 
devices. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Jaeger et al. (US 5,888,187) is one of many teachings of 
providing audio signals (e.g., via speaker) representative of audio events of the heart. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL KAHELIN whose telephone number is 
(571)272-8688. The examiner can normally be reached on M-F, 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on (571) 272-4955. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael Kahelin/ 
Examiner, Art Unit 3762 

/Angela D Sykes/ 

Supervisory Patent Examiner, Art Unit 3762 



